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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 7 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136 (a). In no event, however, may a reply be timely filed 
Vhfpe^^^ 

. , f NoS^Jy^eoKM above, the maximum statutory period wi„ apply and wil, expire SIX (6) MONTHS from the mailing date of this 

- FanreTSwithin the set or extended period for reply wi„, by statute, cause the application to become ABANDONED (35 U.S.C. S 133). 

Status 

-!)□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)E This action is non-final. 

3) D Since this application is in condition for allowance except for ^formal I matters Prosecution as to the ments ,s 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) Hi is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) B Claims Hi are sub J ect t0 restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are objected to by the Examiner. 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
a)DAII b)Q Some*c)D None of the CERTIFIED copies of the priority documents have been: 

1 .□ received. 

2. D received in Application No. (Series Code / Serial Number) . 

3. D received in this National Stage application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. & 119(e). 
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Application/Control Number. 09/396,196 
Art Unit. 1631 

DETAILED ACTION 
Election/Restrictions 

L Restriction to one of the following inventions is required under 35 U.S.C. 121: 
I Claims 1-16, are drawn to an array comprising a number of nucleic acid 
probes selected from the group consisting of SEQ ID NOS: 1-12781 1, 
classified in class 536, subclass 23.1. 
II. Claims 17-58, are drawn to a method of analysis, wherein nucleic acid 

probes selected from the group consisting of SEQ ID NOS: 1-127811, are 
used as probes, classified in class 435, subclass 6. 
„,. Claim 59, is drawn to a method comprising using a number of nucleic acid 
probes selected from the group consisting of SEQ ID NOS: 1 -1 2781 1 , 
classified in class 435, subclass 91 .2. 

IV. Claims 60-63, are drawn to a method comprising using a number of 
nucleic acids probes selected from the group consisting of SEQ ID NOS: 
1 -1 2781 1 , as a ligand to any one or more genes, classified in class 536, 
subclass 24.5. 

V. Claim 64, is drawn to a method comprising using a number of nucleic 
acids probes selected from the group consisting of SEQ ID NOS: 1- 

1 2781 1 , as a tag, classified in class 436, subclass 56. 
V. Claims 65-76, are drawn to a method comprising using a number of 

nucleic acids probes selected from the group consisting of SEQ ID NOS: 
1-127811, as a probe, classified in class 536, subclass 24.3. 
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2 . The inventions are distinct, each from the other because of the following reasons: 
inventions I. and Inventions II, 111 and VI, are related as product and processes of 
use. The inventions can be shown to be distinct ,f either or both of the following can be 
shown: (1 ) the process for using the product as claimed can be practiced with another 
materially different product or (2) the product as claimed can be used in a materially 
different process of us.ng that product (MPEP § 806.05(h)). In the instant case the 
invention of Group I can be used for with any of the methods of Groups II, III and VI. 

inventions I, and Inventions IV and V are unrelated. Inventions are unrelated if it 
can be shown that they are not disclosed as capable of use together and they have 
different modes of operation, different functions, or different effects (MPEP § 806.04, 
MPEP § 808.01 ). In the instant case the different inventions the array is not capable for 
use in with genes for tagging or forming ligand complexes. 

Although there are no provisions under the section for "Relationship of 
inventions" in M.P.E.P. § 806.05 for inventive groups that are directed to different 
methods/processes, restriction is deemed to be proper because these methods appear 
to constitute patentably distinct inventions for the following reasons: Groups ll-VI, are 
directed to methods that are functionally different, and are not required one for the 
other. Therefore, a search and examination of all the methods in one patent application 
would result in an undue burden, since the searches for the methods are not co- 
extensive, the classification is different, and the subject matter is divergent. 
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3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

Groups Further Restricted to a Single Combination 

4. In addition to the above restriction, Applicants are further restricted to elect a 
single combination of nucleic acids for whichever Group Applicants elect for 
examination (see example (c) in Examples of Nucleotide Sequence Claims in the 
M.P.E.P. § 803.04). This is not a species election. 

Due to the large number of nucleic acid sequences, and as a means to expedite 
prosecution, the Office would greatly appreciate the courtesy of Applicants indicating 
ten sequences which have not been previously disclosed in the art; these ten 
sequences would be used as a starting point in the initial search strategy. Otherwise, 
the computer search resources of the USPTO would be greatly burdened by searching 
all of the nucleic acid sequences disclosed in the instant application in a single query. 

Sequence Rules 

5. This application contains sequence disclosures that are encompassed by the 
definitions for nucleotide and/or amino acid sequences set forth in 37 CFR 1.821 (a)(1 ) 
and (a)(2). However, this application fails to comply with the requirements of 37 CFR 
1 .821 through 1 .825 for the reason(s) set forth on the attached Notice To Comply With 
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Art Unit: 1631 

Requirements for Patent Applications Containing Nucleotide Sequence and/or Amino 

Acid Sequence Disclosures. 

A CRF, fully compliant with the above stated rules, is required for any search 
and examination to proceed. A fully responsive communication will contain both a 
proper election of a group, as well as fulfillment of the sequence rules, as required. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
Examiner should be d.rected to Jeffrey S. Lundgren whose telephone number is (703) 
306-3221 . The Examiner can normally be reached on Monday-Friday from 7:00 AM to 
5:00 PM (EST). 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Dr. Michael Woodward, can be reached at (703) 308-4028. 

Any inquiries of a general nature relating to this application should be directed to 
the Technology Center Receptionist whose telephone number is (703) 308-01 96. 

Papers related to this application may be submitted by facsimile transmission. 
Papers should be faxed to Group 1631 using (703) 308-0294. Please notify the 
Examiner of incoming facsimiles prior to sending papers to the aforementioned fax 
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number. The faxing of such papers must conform with the notice published in the 
Official Gazette, 1096 OG (November 15, 1989). 

Jeffrey S. Lundgren, Ph.D. V 



JOHNS. BRUSCA, PH.D 
PRIMARY EXAMINER 



^plication No 09/396.196 

# ir 

NOTICE TO COMPLY WITH REQUIREMENTS FOR PATENT APPLICATIONS CONTAINING 
NUCLEOTIDE SEQUENCE AND/OR AMINO ACID SEQUENCE DISCLOSURES 

ADDlicant must file the items indicated below within the time period set the Office action to which 
fhe NoteTattaohed to avoid abandonment under 35 U S C. § 133 (extens,ons of t,me may be 
obtained under the provisions of 37 CFR 1.136(a)). 

The nucleotide and/or amino acid sequence disclosure contained in this , appKcation does not 
comply with the requirements for such a disclosure as set forth in 37 CF R. 1 .821 - 1 .825 tor 
following reason(s): 

1. This application cleariy fai.s to comply w,th the requirements of 37 
attention is directed to the final rulemaking not.ce published at 55 FR 18230 (May t ]^ ; *™ 
nn ?Q fMav 15 1990) If the effective filing date is on or after July 1 , 1998, see tne rmai ruiemdMi y 
See fpS^hed at 63 FR 29620 (June 1, 1998) and 1211 OG 82 (June 23, 1998). 

2. This application does not contain, as a separate part of the disclosure on paper copy, a "Sequence 
Listing" as required by 37 CF R. 1.821(c). 

of the "Sequence Listing" in computer readable form has not been submitted as required by 



□ 



3. A copy 

37 CF R. 1.821(e 



n 4 A copy of the "Sequence Listing" in computer readable form has been submitted However, the 
U conX of the computer readable form does not comply with the requirements of 37 CF R .1 .822 
and/ol 1 823 as Sated on the attached copy of the marked -up "Raw Sequence Listing. 

n 5 The computer readable form that has been filed with this application has been found to be damaged 
□ 5 S/^reSable as indicated on the attached CRF Diskette Prot .em Report. A Substitute 
computer readable form must be submitted as required by 37 C.F.R. 1.825(d). 

n 6 The paper copy of the "Sequence Listing" is not the same as the computer readable from of the 
U "Sequence Listing" as required by 37 CF R. 1.821(e). 
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Other: 



Applicant Must Provide: 

g An initial or substitute computer readable form (CRF) copy of the "Sequence Ustmg". 

n An initial or substitute paper copy of the "Sequence Listing", as well as an amendment directing its entry 

LJ into the specification. 

H Astatementthatthecontentofthepaperandcomputer^ 

£l applicable, include no new matter, as required by 37 C.F.R. 1.821(e) or 1.821 (t) or i.oz ngj 
1.825(b) or 1.825(d). 

For questions regarding compliance to these requirements, please contact: 

For Rules Interpretation, call (703) 308-4216 
For CRF Submission Help, call (703) 308-4212 
Patentln Software Program Support 

Technical Assistance ynt .nfilfiOO 

To Purchase Patentln Software 703-306-2600 

PLEASE RETURN A COPY OF THIS NOTICE WITH YOUR REPLY 



